18 SCOB [2023] HCD Kazi Md. Kamrul Islam Vs. Registrar, Dep. of PDTM & ors  (Farah Mahbub, J) 1

18 SCOB [2023] HCD 1

HIGH COURT DIVISION
(CIVIL APPELIATE JURISDICTION)

RULE NO.01 OF 2020
(Arising out of Trade Mark Appeal N0.0S of 2020)

Kazi Md. Kamrul Islam Mr. Gazi Md. Neamat Hossain, with
...Petitioner-Appellant Mr. Md. Sofiullah Haider, Advocates
Vs. ... For the Petitioner- Appellant.
Mr. Mohammed Mozibur Rahman,
The Registrar, Department of Patents, Advocate
Designs and Trade Marks and others ... For the Respondent No.4.
... Respondents

Heard on: 04.03.2021 and 10.02.2022
Judgment on:17.02.2022

Present:

Ms. Justice Farah Mahbub

And

Mr. Justice S.M. Maniruzzaman

Editors’ Note:

The questions arose in this case are (1) what is the time limit for preferring appeal
under Section 100(2) of the Trade Mark Act, 2009 from the order or decision of the
Registrar of the Department of Patents, Designs and Trade Marks and (2) whether
section 5 of the Limitation Act, 1908 is applicable for condonation of delay in preferring
appeal under the said section of the Act. Analyzing different sections of Trade Mark Act
2009 and relevant Rules of Trade Mark Rules, 2025 the High Court Division came to
the conclusion that time period for preferring appeal under section 100(2) is 2(two)
months and time starts from the date of receipt of the certified copy of the order or
decision of the Registrar. The Court also held that Trade Mark Act, 2009 being a
special law section 5 of the Limitation Act, 1908 cannot be applied for condoning delay
in preferring appeal under section 100(2) of the Mark Act, 2009.

Key Words:

Section 5, 29(2) and Article 156 of the 1% Schedule of the Limitation Act, 1908; Section
2(12), 100 of the Trade Mark Act, 2009; Supreme Court of Bangladesh (High Court
Division) Rules, 1973; Article 107(1) of the Constitution of the People’s Republic of
Bangladesh; Order XLI Rule 1, Order XLIII Rule 2 of the Code of Civil Procedure; Rule 10,
14, 15 and 50(1) of Trade Mark Rules, 2015;

Since Bangladesh Supreme Court (High Court Division) Rules, 1973 does not prescribe
any time limit for preferring appeal before the High Court Division against the order
passed by the Registrar under the Act, 2009 as such, the time frame as prescribed in
Rule 50(1) of the Rules of 2015 is applicable. (Para 10)
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Section 100 (2) of the Trade Mark Act, 2009 read with Rule 50(1) of the Trade Mark
Rules, 2015:

In view of Section 100 (2) of the Act, 2009 read with Rule 50(1) of the Rules, 2015 the
limitation period for preferring appeal before the High Court Division is 2 (two)
months to be computed from the date of receipt of the certified copy of the order or
decision of the Registrar and that vide Rule 15(8) the date on which the decision of the
Registrar, so passed under Rule 15(6), is sent to the applicant in Form TMR-19 shall be
deemed to be the date of decision of the Registrar. (Para 25)

Time period for preferring appeal under Section 100(2) of the Trade Mark Act, 2009
read with Rule 50(1) of the Trade Mark Rules, 2015 is 2(two) months and time starts
from the date of receipt of the certified copy of the order or decision of the Registrar
passed under Rule 15(6) read with Rule 15(8) of the Rules, 2015:
The time period as prescribed in Rule 15(7) has no role to play, for, vide Rule 15(7) the
Registrar on receipt of the application in Form TM-15, if there be any, shall inform the
applicant the reason of his decision so taken under Rule 15(7). In other words, sub rule
(6) of Rule 15 deals with the decision “f31@i® » of the Registrar which is duly notified to
the applicant on behalf of the Registrar in Form TMR-19 and Rule 15(8) deals with the
date of the said decision for preferring appeal under Section 100 (2) read with Rule
50(1) of the Rules, 2015. Conversely, Rule 15(7) deals with supply of reasons ‘FH&>T=’
for taking the said decision by the Registrar, provided any prayer is made to that effect
by the applicant. No where within the four corners of Section 100(2) of the Act, 2009
read with Rule 50(1) of the Rules, 2015 the time period so consumed for supply of the
certified/copy of the reason “¥f&>1IR ” of the said decision in Form TM-15 has been
made inclusive. Be that as it may, we have no manner of doubt to find that time period
for preferring appeal under Section 100(2) read with Rule 50(1) is 2(two) months and
time starts from the date of receipt of the certified copy of the order or decision of the
Registrar passed under Rule 15(6) read with Rule 15(8) of the Rules, 2015.

(Para 26 & 27)

Section S of the Limitation Act, 1908 cannot be applied for condoning delay in
preferring appeal under Section 100(2) of the Trade Mark Act, 2009:

It is the established principles of law that under special law when time period has been
prescribed for preferring appeal Section 5 of the Limitation Act, 1908 cannot be applied
unless incorporated by the Legislature in express terms. Trade Mark Act, 2009 being a
special law and having prescribed specific period for preferring appeal before the High
Court Division as such, in the absence of incorporation of Section 5 of the Limitation
Act, 1908 it shall have no manner of application for condoning delay in preferring
appeal under Section 100(2) of the Act, 2009. (Para 28)

JUDGMENT

Farah Mahbub, J:

1. The cardinal issue requires determination in the instant Rule is whether Section 5 of the
Limitation Act, 1908 is applicable for condonation of delay in preferring appeal under
Section 100 of the Trade Mark Act, 2009 (Act No. 19 of 2009).
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2. Vide Section 100 (2) of the Trade Mark Act, 2009 (in short, the Act, 2009) the
Legislature has created forum of appeal before the High Court Division of the Supreme Court
of Bangladesh, which provides as under:

“300 I SUAMFTI-(3)uenininennnnnn.

(R) TA-LET (D) M G RN BSOS fogea 9 Ry = AfFest, a”
NIEICERCEISISISIEAC CRIRIEEEDISacE e icliea DR e bl IS I sk (ace M S E A
RIBCHI6 [oieaq fRdifae s e s 0 W31

3. Challenging the order or decision passed by the Registrar under this Act or Rules so
framed thereunder, an appeal may be preferred before the High Court Division within the
prescribed period “ _&ifss =cz= sy ........ ”. The word * fa4if&s ~ has been defined in
Section 2(12) of the said Act, which runs as follows:

“fdifee =g AN T FIELRF CFe@, FAN (F6 o Jare [y vl s
GOIR, I3 CFC@, FTFE o Zare [y == H«ifas;”

4. Supreme Court of Bangladesh (High Court Division) Rules, 1973 (in short, the Rules,
1973) is the governing rules, so framed in exercise of power as provided under Article 107(1)
of the Constitution of the People’s Republic of Bangladesh for ‘=i3¢=IG Reieam Sifs <
“amfs faas f<¥c@”. Chapter—V’ of the Rules, 1973 contains “General Rules of
Procedure”. However, Rules 3-18 as incorporated under the Heading “B- Appeal Memo,
Revisional Application etc.” deals with the respective procedures for drawing up/ filing of
Memo of Appeal and of cross-objection including revision in the manner as prescribed under
Order XLI Rule 1 or as the case may be under Order XLIII Rule 2 of the Code of Civil
Procedure (in short, the Code). Order XLI Rule 1 of the Code lays down the procedure and
that Order XLIII Rule 2 provides that the provision of Order XLI will apply, so far as may
be, to appeal from orders.

5. So far limitation period for preferring appeal is concerned against decree or order
passed under the Code Article 156 of the 1* Schedule of the Limitation Act, 1908 provides as
follows:

“The First Schedule”

Description of Appeal Period of Limitation | Time from which period begins
to run.

156. Under the Code of Civil | Ninety Days The date of the decree or order

Procedure, 1908, to the High appealed from.

Court Division except in the
cases provided for by article 151
and Article 153.

6. Supreme Court of Bangladesh (High Court Division), Rules, 1973, however, does not
specifically provide any time frame for preferring appeal before the High Court Division
against the order passed by the Registrar concerned under the Trade Mark Act, 2009. In this
regard, Section 100(6) of the Act, 2009 provides, inter-alia : “ R2CHIG Fores [REE S A=
CF@, @2 2 @ (fe@ [ seses, et Srffam R aoaresy 236317

7. In other words, respective provisions of the Code of Civil Procedure shall apply to
appeal before the High Court Division but subject to the provisions of the Act No.19 of 2009
and the Rules so framed thereunder i.e. “@e RENET, 205¢” (in short, Rules, 2015).
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8. Rule 50(1) of the Rules of 2015 provides that challenging the order or decision of the
Registrar the aggrieved party may prefer an appeal before the High Court Division within
2(two) months from the date of receipt of the copy / certified copy thereof.

9. Rule 50(1) of the Rules of 2015 is quoted below:
“ co| RICHIG o A - (O) Fawss &= Swmee Al Trales Aoya i
el Fl Praies Sgfei ifes 2 (93) R N0 RIBCHIG [oies A wfHes
“fifqc=1”

10. In other words, since Bangladesh Supreme Court (High Court Division) Rules, 1973
does not prescribe any time limit for preferring appeal before the High Court Division
against the order passed by the Registrar under the Act, 2009 as such, the time frame as
prescribed in Rule 50(1) of the Rules of 2015 is applicable.

11. At this juncture, Mr. Gazi Md. Neamat Hossain, the learned Advocate appearing with
Mr. Md. Sofiullah Haider, the learned Advocate for the petitioner-appellant submits that in
order to fix time limit for preferring appeal under Section 100(2) of the Act, 2009 Rule 50 (1)
of the Rules, 2015 has to be read along with Rule 15(7) and (8) of the said Rules, for, vide
Rule 15(6) the Registrar on receipt of written objection under sub-rule (2) or after hearing the
applicant under sub-rule (5) shall give decision on the application for registration of trade
mark and shall inform the applicant to that effect in Form TMR -19. Moreover, vide Rule
15(7), he goes to submit, the applicant may apply to the Registrar in Form TM-15 within
1(one) month of his being informed of the said decision ‘FPrai® w=fTe =3 > (9F) -
3= &5 to refer the reasons for giving the said decision ‘e gwice=w Fhe=TwR w<Re
fe=r= &3 and if there be any application to that effect, the Registrar shall inform the
applicant the respective reasons within 1(one) month of receipt of the said application.
However, vide sub-rule (8) of Rule 15, he submits, for preferring appeal the date on which
the decision of the Registrar has been sent to the applicant shall be deemed to be the date on
which the decision of the Registrar has been passed. As such, he submits that as a whole,
limitation period for filing appeal before the High Court Division is (2+1) 3 months.

12. In this connection referring to Section 29(2) of the Limitation Act, 1908 he goes to
submit that Section 5 of the said Act comes into play if limitation period for preferring
appeal under special law is same from the period as prescribed under the First Schedule of the
Act, 1908. Since vide Article 156 of the First Schedule, the period to prefer appeal before the
High Court Division from a decree or order passed under the Code is 90 (ninety) days, and
the appeal under Section 100 of the Act, 2009 read with Rule 15(7) and (8) is also 90 (ninety)
days as such, Section 5 of the Act, 1908 is applicable. In support, he has referred the decision
of the case of Bijanlata Bassak Vs. Bhudhar Chandra Das reported in AIR 1955 (Calcutta)-
578.

13. Conversely, Mr. Mohammed Mozibur Rahman, the learned Advocate appearing for
the respondent No.4 submits that admittedly Trade Mark Act, 2009 is a special law
prescribing specific time limit of 2 (two) months under Rule 50 (1) of the Trade Mark Rules,
2015 for preferring appeal; whereas Rule 15(7) gives 1(one) month time to the applicant to
ask the Registrar, if so desires, in form TM-15 for giving reason of the decision given earlier
by the said authority under Rule 15(6). As such, said period of 1 (one) month cannot be
merged with the prescribed period of 2(two) months as provided under Rule 50(1) in order to
extend the period upto 3(three) months for preferring appeal. As such, Section 5 of the
Limitation Act, 1908 has no manner of application for condoning the delay in preferring
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appeal under Section 100(2) of the Act, 2009. Accordingly, he submits that this Rule for
condonation of delay being devoid of any substance is liable to be discharged.

14. For proper appreciation of the respective arguments so have been advanced by the
learned Advocates appearing on behalf of the respective contending parties let us first have a
look at Rules 10, 14 and 15 of the Trade Marks Rules, 2015, which are relevant for disposal
of the instant Rule and are quoted as under:

“So | (RN AT @A, TG |- (3) 217 A ORI & &I GO, AGRHaw Gowrs,
TS W I AfSTHITTS N s & ey or e @ Tus-y wam o (fox) &
SRR S AIfe FEC 230 |

(R) &S STame ve2 TP Trafie @ @ GIfb @fAge =y A1 G/ FifFe 280 Wk @R f[{fwm
Ty ARIRCE, qPR N ey @fem Ay a1 R TR0 Srweey FREHEE (G A2 S
PO (A |

(9) 92 Efage e 1 R[S ey I ORI IFCF R SA@A T[T 280, TCO T I HIEE
e fRifie faqe Aifers =21 |

(8) (@ SCIVIIAN SRIF A AR S A& R, WA ARS TR F9{CF Afere
e FiCS 2307 |

38 I ARF - (TN GONIF [~THe~T =i oifed =TS (7R)
T ey f<hey-

(F) TR FS GOAIF G CF@ =1 G, b, &, S0, 5>, L(d) AR >0 A
Tfeife *[cSe =t =33C2 & w1 T 9w sfaw Basw=-8 wacy ffom
HREH;

(}) @ F® G WHa [ IR SfHes o=l I [kaife 32 sftes =i
AT R =1ew Beol=ed Fafee @9 Gowig A id wifkepe Reasaidi=a
SCIATCRT W 9L 219 I GTRAE &) HA G2 GHCAF ~Io) I GRS,
T GFR I Al G Sy, WA ARFA Al A G AR Ay
S<l REfRsEsres sp=p=id =1 Tar Aies 239 o=y 2= sfea @
Bus=r=-8 T feif>aa ==

3¢ | IR FCE WifE i Baw ool 1- (o) [k 38 o 9T Gowe st Smeaws A9 @
SEPTE ARGER IR T FIAER FF e, I Tl I A @ (@ {7, IR A @wadiar
7R FRCS AT T2 [CApaR 27 1w, e TF (@ Aol =18, e, 2Afwres ar
fafy-fcag smear sface vifeee, fof [fy 98 @3 SR ST T @ TP ARGE e 2339
Yo (W) feed o T weife, *1$, swesigRt, a9 [fy-famy o Bumer-sy wwow
IMVAFANCE PO TS I |

() TA-RfY (5) 97 WA SRS 239 O 20O {(¥R) WER NG A 0 WAfG, =S,
TREHTEET, S T -y TR e TR wifeE FREE o2dr Bus-g0 TR SN o
v I, O Tug-o w0 Aife S wme (7%) I =~ 7 Jad &=y v dlRes
ARG |

(0) Ty () w7 S8 foyfare e ey i w@m wifker a S SREr $9ifaE o SeEms
T FCT SACIANG ACATPIAN TP ATTOI el RIACR IERA /°ly 73

@ XS ACEF @, v Ao 267 @5 wifid *RaST ¢ (=115) I=@a Wy s & eme
ACATE T 2RIore WMAs 4RI FF J AR |

(8) TA-fRf¥ () U7 ST IR Ty STV FA[ 220 [ dFid SCAMCA Ol 28CS A 3(9F)
WER N0 S e 4 FRET G T2 MRS S[ee SR |

(¢) e I TNPed WA  (@GREd (T FHPS S FRCI GR WS e ===
SRR GUR 2f SNy I ARTGIT SIS weH a2e FRCS 2w |
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(V) TAfRfE () wr w@T Fifve T@[ aifer s7 = To-RfE (¢) @3 s&9 wxifem =7 fawms
MNFe GeNt e el a2 IR qR T BUTerE-ss FHA ACEANSRICE SRS
PRE |

(9) To-fH (v) G S Praie [T 22AF 3(9F) TER N P emitad IeR S[Re R
Ty fa-3¢ T a0 s FRce AfRaT @R TSR0 e 41 28CT A&
Afied 3(9F) MO TG 7HS SMees 2ng Faes FemR AEFSRIE HARS FRCH |

(v) @2 R[fm 949 @ St SR 716 e @@ F60 2307, AR CFa, T2 fwe
TGS Frare emices Sife e oy 2309 1”7

15. Vide Rule 10 of the Trade Marks Rules, 2015 the applicant may file application in
Form TM-1 for registration of trade mark of any product or service. Vide Rule 14 on receipt
thereof the Registrar upon scrutiny shall endorse his opinion in Form TMR-4 as to whether
there is any violation of Sections 6/8/9/10/11/67(1) and Section 120 of the Act, 2009 within
2(two) months from the date of receipt of the said application.

16. Vide Rule 15(1) after completion of the examination and inquiry of the application for
registration of trade mark the Registrar if wants to impose any condition, amendment or
registration, shall inform the applicant in Form TMR-12 within 10 (ten) days of completion
of such examination and enquiry.

17. Rule 15(2) provides that the applicant may file written objection within 2(two)
months from the date of his knowledge or may make prayer in Form TM-23 for hearing;
however, by filing an application in Form TM-19 he may ask for an extension of time for
another 2(two) months.

18. Under Rule 15(3) if no written objection or application for hearing is filed within the
stipulated period the application for registration shall be deemed to have been abandoned.
However, subject to payment of prescribed fees within 5(five) years from the date of service
of notice of the said abandoned application it may be restored.

19. Rule 15(4) provides that if application is made under Rule 15(2) for hearing the
Registrar shall fix the date of hearing of the application within 1(one) month from the date of
receipt of the said application so made in Form TM-23.

20. Rule 15(6) provides that on receipt of written objection under sub rule (2) or after
hearing under sub-rule (5) the Registrar shall give decision on the application for registration
of trade mark and shall inform the applicant of his decision in Form TMR -19.

21. Under Rule 15(7), the applicant may apply to the Registrar in Form TM-15 within
1(one) month of knowledge of the said decision under sub-rule (6) ‘Frale® ==Hfes 2=
S(9<F) = Neds” to refer the reason of the decisions of the Registrar.

22. Rule 15(8) provides that the date on which the decision of the Registrar, so passed
under sub rule (6), is sent to the applicant, ‘T SIfFY ScTwaFR= WG Forae czFe ==
23" shall be the regulating date for preferring appeal.

23. In this regard, the categorical contention of the respondent No. 4 by filing counter-
affidavit is that the present petitioner-appellant and the respondent No.4 filed respective
applications bearing Nos.68052 dated 07.11.2000 and 86279 dated 21.06.2004 respectively
before the Registrar of Trade Mark. The application of the petitioner, however, was
abandoned on 03.05.2012. Subsequently, on examination of the application of the respondent
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No.4 the Registrar finally registered the same and that the mark in question was duly
advertised in the respective journal in the name of the respondent No.4.

24. Further contention of the said respondent is that the petitioner has no right to claim
trademarks, as because he has already transferred the title of the trade mark in question in
favour of one Md. Wasim Sukum on 17.06.2020 and that said Md. Wasim Sukum filed an
application being No.TM-16 before the Registrar of Trade Marks on 18.06.2020 for
amending the name of the ownership of the trade marks in question.

25. As observed earlier, in view of Section 100 (2) of the Act, 2009 read with Rule 50(1)
of the Rules, 2015 the limitation period for preferring appeal before the High Court Division
is 2 (two) months to be computed from the date of receipt of the certified copy of the order or
decision of the Registrar and that vide Rule 15(8) the date on which the decision of the
Registrar, so passed under Rule 15(6), is sent to the applicant in Form TMR-19 shall be
deemed to be the date of decision of the Registrar.

26. Here, the time period as prescribed in Rule 15(7) has no role to play, for, vide Rule
15(7) the Registrar on receipt of the application in Form TM-135, if there be any, shall inform
the applicant the reason of his decision so taken under Rule 15(7). In other words, sub rule
(6) of Rule 15 deals with the decision “fS1&i® ” of the Registrar which is duly notified to the
applicant on behalf of the Registrar in Form TMR-19 and Rule 15(8) deals with the date of
the said decision for preferring appeal under Section 100 (2) read with Rule 50(1) of the
Rules, 2015. Conversely, Rule 15(7) deals with supply of reasons ‘Fh&>1=’ for taking the
said decision by the Registrar, provided any prayer is made to that effect by the applicant.
No where within the four corners of Section 100(2) of the Act, 2009 read with Rule 50(1) of
the Rules, 2015 the time period so consumed for supply of the certified/copy of the reason
‘“Fh&>1= ” of the said decision in Form TM-15 has been made inclusive.

27. Be that as it may, we have no manner of doubt to find that time period for preferring
appeal under Section 100(2) read with Rule 50(1) is 2(two) months and time starts from the
date of receipt of the certified copy of the order or decision of the Registrar passed under
Rule 15(6) read with Rule 15(8) of the Rules, 2015.

28. Last but not the least, it is the established principles of law that under special law
when time period has been prescribed for preferring appeal Section 5 of the Limitation Act,
1908 cannot be applied unless incorporated by the Legislature in express terms. Trade Mark
Act, 2009 being a special law and having prescribed specific period for preferring appeal
before the High Court Division as such, in the absence of incorporation of Section 5 of the
Limitation Act, 1908 it shall have no manner of application for condoning delay in preferring
appeal under Section 100(2) of the Act, 2009. Rather, it is an admitted position of facts that
Trade Mark Appeal No.05 of 2020 has been preferred before this Court beyond the time
frame as fixed under Rule 50(1) of the Rules, 2015. In view of the above position of facts and
law, the decision so has been referred to by the petitioner—appellant has no manner of
application in the present case.

29. In the result, the Rule so issued under Section 5 of the Limitation Act, 1908 is hereby
discharged. Resultantly, Trade Mark Appeal No.05 of 2020 is hereby dismissed without any
order as to costs.

30. Communicate the order at once.



